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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
BLOOM THAT, INC., 
 

Opposer, 
 

-against- 
 
FARMGIRL FLOWERS INC., 
 

Applicant. 
 

  
 

 
Opposition No.: 91221223 

 
 

 

 
APPLICANT’S MOTION TO SUSPEND PROCEEDING PENDING DISPOSITION OF 

CIVIL ACTION 
 

I. Preliminary Statement: 

 Pursuant to 37 C.F.R. § 2.117(a) and T.B.M.P. § 510.02(a), Applicant FARMGIRL 

FLOWERS INC. (“Applicant”) respectfully requests that the Board suspend Opposition No. 

91221223 on the ground that Applicant and Opposer BLOOM THAT, INC. (“Opposer”) are 

currently parties to a civil action initiated by Applicant pending before the United States District 

Court for the Northern District of California styled FARMGIRL FLOWERS, INC. v. BLOOM 

THAT, INC. and DOES 1-10, Case No. 5:14-cv-05657-LHK (the “Civil Action”).  Applicant 

respectfully submits that suspension of this proceeding is warranted pending final determination 

of the Civil Action because the Civil Action will likely bear on the issues presented in this 

opposition proceeding.   

II. Statement of Facts: 

 Since at least as early as November, 2010, in a departure from industry practice for the 

purpose of distinguishing itself in the marketplace and evoking the tenets underlying its brand, 

Applicant has used unique product packaging composed of a burlap material to package its 
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flower arrangements which the trade and consuming public have come to associate with 

Applicant (Applicant’s “Mark”).  Applicant’s distinctive Mark serves to identify and distinguish 

the high quality flower arrangements originating with Applicant from goods originating with 

others.  The source-identifying function of the Mark together with the significant goodwill the 

Mark has come to represent as a result of Applicant’s substantial investment, renders the Mark 

an asset of immeasurable value.    

Years later, and in any event not prior to June 2013, Opposer was formed.  At some point 

after Opposer’s formation and entry into the flower industry, in a deliberate attempt to unfairly 

capitalize on Applicant’s business success and trade on Applicant’s exceptional reputation in the 

marketplace as the premier source for distinct, high quality, locally-sourced flower arrangements, 

Opposer began using a wrap composed of burlap substantially identical in color, texture, size and 

overall appearance to Applicant’s Mark in connection with Opposer’s flower arrangements (the 

“Infringing Wrap”).   

As part of its efforts to protect its Mark and exemplary brand reputation its devoted years 

to building, Applicant filed an application to register its Mark on the Principal Register with the 

United States Patent and Trademark Office on September 10, 2013.  The USPTO approved 

Applicant’s Mark for registration, resulting in its publication in the Official Gazette on 

November 25, 2014.  On December 23, 2014, two days before the time within which to file an 

opposition to the registration of the Mark was set to expire, Opposer filed a request for an 

extension of time to oppose the registration of Applicant’s Mark.   

On December 30, 2014, Applicant filed the Civil Action.  In the operative pleading in the 

Civil Action, a copy of which is submitted as Exhibit A, Applicant alleges claims for trade dress 

infringement, unfair competition,  and false advertising in violation of the Lanham Act and 
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statutory and common law of the State of California arising out of Opposer’s use of the 

Infringing Wrap in connection with its goods.  Opposer’s flower arrangements are of a quality 

inferior to those of Applicant and, of course, do not originate with Applicant.  As such, 

Opposer’s use of the Infringing Wrap, which is nearly identical to Applicant’s Mark, in such a 

manner, is likely to cause confusion.  On April 17, 2015, Opposer filed a Motion to Dismiss the 

Amended Complaint in the Civil Action.  A hearing on this Motion will be conducted on 

September 17, 2015.     

On March 25, 2015, Opposer instituted the instance opposition proceeding with a Notice 

of Opposition regarding Applicant’s Mark.  (Docket No. 1).  In the Opposition, Opposer appears 

to allege four grounds for opposition:  descriptiveness, functionality, genericness, and “lack of 

use in interstate commerce.”  On May 4, 2015, Applicant filed its Answer.  (Docket No. 4). 

III. Argument: 

The Board may suspend opposition proceedings in favor of a Civil Action pursuant to 

Trademark Rule 2.117(a) which provides in pertinent part: 

Whenever it shall come to the attention of the Trademark Trial and Appeal Board 
that…parties to a pending case are engaged in a civil action….which may have a bearing 
on the case, proceedings before the Board may be suspended until termination of the civil 
action… 

 
37 C.F.R. § 2.117(a).  Likewise, the Trademark Trial and Appeal Board Manual of Procedure 

provides that, “ordinarily, the Board will suspend proceedings in the case before it if the final 

determination of the other proceeding may have a bearing on the issues before the Board.”  

T.B.M.P. § 510.012(a).  To warrant suspension, the Civil Action “need only have a bearing on 

the issues before the Board.”  New Orleans Louisiana Saints LLC, et al. v. Who Dat?, Inc., 99 

U.S.P.Q. 2d 1550 (T.T.A.B. 2011) (explaining that the pending civil action “does not have to be 

dispositive of the Board proceeding to warrant suspension…”) (citing 6 McCarthy on 
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Trademarks and Unfair Competition § 32:47 (4th ed. Updated June 2011) (“It is standard 

procedure for the Trademark Board to stay administrative proceedings pending the outcome of 

court litigation between the same parties involving related issues).     

 Here, the parties to this opposition are engaged in a civil action which may have a 

bearing on the instant case.  Specifically, as in Who Dat?, Inc., the parties to this opposition are 

in reversed positions in the pending Civil Action, with Applicant in the position of Plaintiff and 

Opposer in the position of Defendant.  See 99 U.S.P.Q. 2d 1550 (suspending proceedings 

pending disposition of civil action).  The currently pending Civil Action alleges, among other 

claims, trade dress infringement of Applicant’s Mark, and seeks, among other remedies, to 

enjoin Opposer’s use of a wrap confusingly similar to Applicant’s Mark in connection with 

flowers.  Because the district court in the Civil Action will decide, among other issues, whether 

Applicant’s Mark has been infringed by Opposer, the Civil Action necessarily involves 

Applicant’s Mark which is the basis of the opposed application in the instant case, and thus 

overlaps with and may bear on the instant case.  As such, suspension is appropriate here, and 

would avoid the unnecessary litigation of one or more overlapping issues in two forums 

simultaneously.  Accordingly, Applicant respectfully requests that the Board suspend the instant 

proceeding pursuant to Trademark Rule 2.117(a) and T.B.M.P. § 510.012(a) pending the 

disposition of the above-referenced Civil Action between the parties.  
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IV. Conclusion: 

For the foregoing reasons, Applicant respectfully submits that its Motion to Suspend the  

instant opposition proceeding pending disposition of the Civil Action now pending before the 

U.S. District Court for the Northern District of California should be granted.  

 

 
Dated:  May 28, 2015 
 

Respectfully submitted, 
 
     WILSON, ELSER, MOSKOWITZ,  

EDELMAN & DICKER LLP 
 
 
     __/Adam R. Bialek/____________ 
     Adam R. Bialek, Esq. 
     150 E. 42nd Street 
     New York, NY 10017 

Phone: (212) 490-3000 
Facsimile: (212) 490-3038 
 
Attorneys for Applicant  
Farmgirl Flowers Inc. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
BLOOM THAT, INC., 
 

Opposer, 
 

-against- 
 
FARMGIRL FLOWERS INC., 
 

Applicant. 
 

  
 

 
Opposition No.: 91221223 

 
 

 

 

CERTIFICATE OF SERVICE 

 I hereby certify that on May 28, 2015, a true and correct copy of the foregoing 

APPLICANT’S MOTION TO SUSPEND PROCEEDING PENDING DISPOSITION OF 

CIVIL ACTION, has been served on Opposer via U.S. First Class mail, postage prepaid, 

addressed as follows: 

 
 Holly Pranger, Esq. 
 Pranger Law Group 
 88 Guy Place, Suite 405 
 San Francisco, CA 94105 
 
 
 
 
     /Kerianne Losier/  _____ 
Kerianne Losier, Esq. 
Attorney 
 
 
 
 
 




































































